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AMENDMENT AFTER FINAL 

Sir: 

In reply to the final Office Action dated November 27, 2006 please amend the above- 
identified patent application as follows: 

Amendments to the Claims are reflected in the listing of claims which begins on page 2 
of this paper. 



Remarks begin on page 4 of this paper. 
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Amendments to the Claims; 

This listing of claims will replace all prior versions, and listings, of claims in the 
application: 

Listing of Claims: 

Claims 1-26 (canceled). 

Claim 27 (currently amended): A portable recording m e dium storage device used with a 
downloading apparatus for recording and physically transportinR digital data , comprising: 

an storage assembly have a predetermined shape and being adapted to be received by or 
loaded into the data downloading apparatus of a data downloading system; and 

a main recording surface have at least two different recording areas including at least a 
first non-rewritable recording area in which is recorded download identification information for 
designating information to be downloaded to the recording m e dium storage device when the 
storage device recording m e dium is loaded in the a data downloading system, and medium 
identification information for identifying the recording medium storage device |"|";]] as permitted 
in the downloading system, and a second rewritable recording area for recording digital data 
identified by the download information, 

wherein the digital data is automatically recorded on the recording medium portable 
storage device by the data recording downloading system when the portable storage device is 
loaded into the data downloading apparatus and the medium identification information is 
recognized as being authorized for recording the digital data. 

Claim 28 (currently amended): The A recording m e dium device according to claim 27, 
further comprising a third area of the main recording surface in which information can be 
recorded as use record information about regarding various processing[[s]] executed by the 
downloading system when the recording medium is loaded in the downloading system to which 
the recording medium is adapted. 

Claim 29 (currently amended): The A recording medium device according to claim 27, 
further comprising a fourth area of the main recording surface in which information can be 
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recorded as fee record information of fees charged with respect to various processings executed 
by the downloading system when the recording medium is loaded in the downloading system to 
which the recording medium is adapted. 

Claim 30 (canceled) 

Claim 3 1 (new): A method of using a portable storage device in a data downloading system 
for recording and physically transporting digital data, the method comprising: 

recording in a first non-rewritable recording area of the portable storage device download 
identification information for designating information to be downloaded to the storage device 
and medium identification information identifying the storage device as permitted in a data 
downloading apparatus of the data downloading system; 

loading in the data downloading apparatus the portable storage device, the portable 
storage device having a predetermined shape adapted to be received by or loaded into the data 
downloading apparatus; and 

automatically downloading or recording in a second rewritable recording area digital data 
identified by the download information, 

wherein the digital data is recorded on the storage device by the data downloading system 
when the medium identification information is authorized by the data downloading apparatus for 
recording the digital data. 

32. (new) The method of claim 31, further comprising recording in a third area of the 
portable storage device use record information regarding various processing executed by the data 
downloading system when the portable storage device is loaded in the data downloading system. 

33. (new) The method of claim 31, further comprising recording in a fourth area fee 
record information of fees charged with respect to various processings executed by the data 
downloading system when the portable storage device is loaded in the data downloading system. 
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REMARKS 

This Response is submitted in reply to the final Office Action dated November 27, 2006, 
issued in connection with the above-identified application. Claims 27-30 are presently pending 
in the application. With this Response, claims 27-29 have been amended, claim 30 has been 
canceled, and claims 31-33 have been added. No new matter has been introduced as a result of 
this Response; thus, favorable reconsideration is requested. 

Claims 27-29 stand rejected under 35 U.S.C. §101 for being directed to non-statutory 
subject matter. The Examiner alleges that the claims appear to be abstract ideas rather than a 
practical application of the idea. The Applicants have amended the claims to more clearly point 
out that they are directed to an apparatus and not an abstract idea. In this case, a "portable 
storage device" having novel structure. Thus, the claims as amended are now believed to fall 
into one or the four enumerated categories of patentable subject matter under 35 U.S.C §101. 

Claims 27-28 stand rejected under 35 U.S.C. §102(e) as being anticipated by Nakashima 
et al. (U.S. Patent No. 5,930,825, hereafter "Nakashima"); and claims 29-30 stand rejected under 
35 U.S.C. §103(a) as being unpatentable over Nakashima in view of Schoen et al. (U.S. Patent 
No. 5,592,51 1, hereafter "Schoen"). The Applicants respectfully traverse these rejections. 

The Applicants have amended independent claim 27 to clarify that the apparatus of the 
present invention is directed to a portable storage device used with a downloading apparatus for 
recording and physically transporting digital data, which includes the following structural 
features: 

1) an storage assembly have a predetermined shape and being adapted to be received by 
or loaded into the data downloading apparatus of a data downloading system; and 

2) a main recording surface have at least two different recording areas: a) a first non- 
rewritable recording area in which is recorded download identification information for 
designating information to be downloaded to the storage device when the recording medium is 
loaded in the data downloading system, and medium identification information identifying the 
storage device as a permitted device; and b) a second rewritable recording area for recording 
digital data identified by the download information. An important feature of the present 
invention is that the digital data is automatically recorded on the portable storage device when 
the portable storage device is loaded into the data downloading apparatus and the medium 
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identification information is recognized as being authorized for recording digital data (see, 
Applicants' Application, page 4, line 1-page 5, line 8; Fig. 4; and Figs. 6A-6C). 

In the Office Action, the Examiner relies on Nakashima for disclosing all the features 
recited in independent claim 27. However, Nakashima is directed to a method of protecting 
software from being unlawfully copied from a disc (storage device) to a computer system using 
medium ID information. More specifically, if an optical disk (containing software/data) is 
indicated as an original, the data on the optical disk is executed for downloading/rom the optical 
disk to, for example, a PC. However, if the optical disk is indicated as a copy, then a warning or 
other message is displayed and the copy operation is halted (see, Nakashima, col. 14, line 60 - 
col. 15, line 43). 

Thus, the medium ID information disclosed in Nakashima is used for identifying data to 
be downloaded from the portable storage device to a system or PC. Additionally, nothing about 
the downloading of information appears to be automatic when the portable storage device is 
loaded. For example, after the optical disc is loaded, the user is required to enter 
"SAMPLE.TXT" from a keyboard. The host then acquires the necessary application program, 
(see col. 7, lines 12-19). Therefore, Nakashima does not disclose the claimed second recording 
area for recording digital data identified by download information; mainly, because no 
information is downloaded from the PC to the optical disk. Additionally, the downloading of 
information (albeit from the optical disk to the PC) is not automatic. 

Moreover, Schoen does not overcome the deficiencies noted above in Nakashima. 
Therefore, even if one of ordinary skill in the art were to combine the teachings of Nakashima 
and Scheon, the combination still would not teach or suggest all the features recited in at least 
independent claim 27 (as amended). 

Independent claim 27 is distinguished over the cited references for at least the reasons 
noted above. Likewise, dependent claims 28-29 are also distinguished over the cited references 
based on their dependency on independent claim 27. Additionally, new claims 31-33 are 
distinguished over the cited references for similar reasons. 

In light of the above, the Applicants respectfully submit that all the pending claims are in 
condition for allowance. Thus, a timely Notice of Allowance is respectfully requested. The 
Director is authorized to charge and credit Deposit Account No. 02-1818 for any additional fees 
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associated with the submission of this Response, including any time extension fees. Please 
reference docket number 112857-250. 

Respectfully submitted, 
BELL, BOYD & LLOYD LLP 



BY 




Thomas C. Basso 
Reg. No. 46,541 
Cust. No. 29175 



Dated: January 30, 2007 
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INFORMATION DISCLOSURE STATEMENT TRANSMITTAL LETTER 

Sir: 

Submitted herewith is an Information Disclosure Statement for consideration in the 
above-identified application. In accordance with the provisions of 37 C.F.R. 1.56, 37 C.F.R. 
1.97, and 37 C.F.R. 1.98, Applicants request that a citation and examination of the references 
cited on the enclosed PTO-1449 form be made during the course of examination of the above- 
identified application for United States patent. Pursuant to 37 C.F.R. 1.98, copies of any cited 
foreign patent documents and non-patent documents are enclosed. 

This Information Disclosure Statement is submitted: 



[ ] Within three months of filing of a national application; within three months of the 
date of entry of the national stage as set forth in 37 C.F.R. §1.491 in an 
international application; before the mailing date of a first Office Action on the 
merits, or before the mailing of a first Office Action after the filing of a Request 
for Continued Examination. 

[ ] After the period specified above, but before the mailing date of a Final Action 
under 37 CFR 1.113, a Notice of Allowance under 37 CFR 1.311, or an Action 
that otherwise closes prosecution in the application and is accompanied by one of: 

[ ] Payment of the fee set forth in 37 CFR 1 . 1 7(p); or 

[ ] The certification specified in 37 CFR 1 .97(e) follows. 

[X] After the mailing date of a Final Action under 37 CFR 1.113, a Notice of 
Allowance under 37 CFR 1.31 1, or an Action that otherwise closes prosecution in 
the application and is accompanied by the fee set forth in 37 CFR 1.1 7(p) and the 
certification specified in 37 CFR 1.97(e) follows. 
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[ ] The undersigned counsel for applicant(s) hereby certifies each item of information 
contained in the accompanying Information Disclosure Statement was first cited 
in any communication from a foreign patent office in a counterpart foreign 
application not more than three months prior to the filing of the Information 
Disclosure Statement. 

[ ] The undersigned counsel for applicant(s) hereby certifies that no item of 
information contained in the accompanying Information Disclosure Statement 
was cited in a communication from a foreign patent office in a counterpart foreign 
application, and, to the knowledge of the undersigned, after making reasonable 
inquiry, no item of information contained in the accompanying Information 
Disclosure Statement was known to any individual designated in 37 CFR 1.56(c) 
more than three months prior to the filing of the Information Disclosure 
Statement. 

[X] A copy of a Search Report from a corresponding foreign patent application 
(Japanese Patent Application No. 09-305612) is enclosed. 

[ ] A check in the amount of $ J_80 to cover the required fee is enclosed. 

[ ] The Commissioner is hereby authorized to charge the amount of $180 to cover the 
required fee to Deposit Account No. 02-181 8. 

[X] The Commissioner is hereby authorized to charge any additional fees which may 
be required, or credit any overpayment to Deposit Account No. 02-1818. 



Respectfully submitted, 



BELL, BOYD & LLOYD LLP 




Thomas C. Basso 
Reg. No. 46,541 
Customer No. 29175 



Dated: January 30. 2007 
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The submitted reference was prepared by a foreign Patent Office, 

and is directed to a foreign counterpart application to the 
present US Patent Application. Consistent with Applicant's duty 

of disclosure under 37 CFR 1.56, Applicant recognizes that 
the Examiner may consider it relevant when making a patentability 
determination. However, this submission should not be misconstrued 
as an admission by the Applicant that the reference is either 
relevant or not relevant to patentability, especially since the 
reference was prepared by a foreign Patent Office that is 
governed by a different body of law than the USPTO. 

Nevertheless, in the interest of full disclosure and good faith, Applicant 
submits the reference for consideration by the Examiner, and requests 
that the Examiner initial the attached Form PTO 1449, indicating the 
Examiner has considered this reference. 

P. 1 

Notification of Reasons for Refusal 

Patent application number 1997-305612 

Drafting date September 5, 2006 

Examiner Ako Shuichiro 3145 5B00 

Representative of the applicant Waki Atsuo (one other partner) 

Applicable articles the body of Article 29; Article 36 

This application should be refused according to the following reasons. If there are any 
opinions concerning this refusal, please file an argument within 60 days from the 
transmittal date of this notification. 

Reasons 

1. For this application, the description of the claims does not satisfy the requirements 
prescribed in article 36, paragraph 6, item 2 of the Patent Law in the following points. 

Note 

(1) It is not clear what kind of information is specifically referred to by the text, "the 
information saved in said recording media" in claim 1. In addition, a relationship between 
the information and "download ID information" is not clear. 

The same applies to claim 17. 

(2) In the text, "a confirm process for use conditions using the information saved in said 
recording media" and "a download process of predefined information for said recording 



media based on download ID information" in claim 1, it is not clear how to specifically use 
"the information saved in said recording media" and "download ID information". 
The same applies to claims 2, 3, 5, 6, and 17 - 19. 

(3) In connection with the above mentioned reason 1. (2), it is not clear what kind of 
process is specifically referred to by the underlined text in "regarding said download 
process or said confirm process for use conditions when using said download terminal, 
necessary information communication is executable between said download terminal and 
said server system " in claim 1. 

(4) In connection with the above mentioned reason 1. (3), in the text, "it is done by 
communicating serial number information, user ID information, and password information 

R 2 

between said download terminal and said server system" in claim 7, it is not clear where (in 
other words, which of the "download terminal" or the "server system") and how the 
communicated "serial number information, user ID information, and password information" 
are utilized. 

(5) In the text, "the transfer means to transfer the input means between a usable state and 
an unusable state " in claim 14, it is not clear what is referred to - or what kind of thing is 
specifically referred to - by the "transfer means" for transferring something between a 
"state" and a "state". 

The same applies to claim 26. 

(6) It is not clear what kind of information is specifically referred to by the text, "information 
used for download use" in claim 16. In addition, a relationship between the information and 
"the information saved in said recording media'V'download ID information" in claim 1 
referred by claim 16, is not clear. 

Therefore, the invention relating to claims 1 - 26 is not clear. 

2. Because the invention relating to the following claims in this application does not sati sfy 
the requirements prescribed in the body of article 29, paragraph 1 of the Patent Law in the 
following points, the right to the patent shall not be granted. 

Note 

While the invention relating to claims 27 - 29 in this application is regarding a recording 
media used by a download system, because in the recording media, only a data structure 
stored in the recording media has a characteristic, and the data structure itself is based 
only on a man-made arrangement, it does not utilizes the law of nature. Furthermore, 
because it cannot be said that the information processing using the data stored in the 
recording media is achieved specifically by using hardware resources, the invention 



relating to claims 27 - 29 is not an invention utilizing the law of nature after all. 

Therefore, because the invention relating to claims 27 - 29 in this application is not an 
invention utilizing the law of nature, it does not correspond to the "invention" in the body of 
article 29, paragraph 1 of the Patent Law. 



Record of the result of the previous technique references searched 

. Searched Field IPC eighth ed. G06F9/06, 9/445, 21/00 

. Previous technique references 

Kokai (unexamined patent application publication) No. 1992 - 10191 

Kokai (unexamined patent application publication) No. 1990 - 1090 

P. 3 

Kokai (unexamined patent application publication) No. 1992 - 64129 
Kokai (unexamined patent application publication) No. 1997 - 167179 
Kokai (unexamined patent application publication) No. 1988 - 317893 
Kokai (unexamined patent application publication) No. 1996 - 255194 
Kokai (unexamined patent application publication) No. 1987 - 74194 

This record of the result of the previous technique references searched is not the reason 
for the refusal. 

If there are any inquiries about the content of this notification of reasons for refusal, or 
there is an interview wanted, please contact the following address. 
Ako Shuichiro, Information Processing, Forth Patent Examination Department 
TEL. 03(3581)1101 ext. 3546 
FAX. 03(3501)0737 



Director-General/Deputy Director/Deputy Examiner Assistant Examiner 
Sakaniwa Takeshi Ako Shuichiro 



9288 3145 



Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number. 
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CERTIFICATION STATEMENT 

Please see 37 CFR 1 .97 and 1 .98 to make the appropriate selection(s): 



That each item of information contained in the information disclosure statement was first cited in any communication 
□ from a foreign patent office in a counterpart foreign application not more than three months prior to the filing of the 
information disclosure statement. See 37 CFR 1 .97(e)(1). 



OR 



That no item of information contained in the information disclosure statement was cited in a communication from a 
foreign patent office in a counterpart foreign application, and, to the knowledge of the person signing the certification 
after making reasonable inquiry, no item of information contained in the information disclosure statement was known to 
□ any individual designated in 37 CFR 1.56(c) more than three months prior to the filing of the information disclosure 
statement. See 37 CFR 1.97(e)(2). 



□ See attached certification statement. 

□ Fee set forth in 37 CFR 1 .1 7 (p) has been submitted herewith. 
[X] None 

SIGNATURE 

A signature of the applicant or representative is required in accordance with CFR 1.33, 10.18. Please see CFR 1.4(d) for the 
form of the signature. 



Signature 




Date (YYYY-MM-DD) 


2007-01-30 


Name/Print 


Thomas C. Basso 


Registration Number 


46541 



This collection of information is required by 37 CFR 1 .97 and 1 .98. The information is required to obtain or retain a benefit by the 
public which is to file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 
1.14. This collection is estimated to take 1 hour to complete, including gathering, preparing and submitting the completed 
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you 
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 
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